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DETAILED ACTION 

Election/Restrictions 

Applicant's election of claims 70, 72-77, 79-86 and 150-159 in the reply filed on 
1 1/07/06 is acknowledged. Because applicant did not distinctly and specifically point 
out the supposed errors in the restriction requirement, the election has been treated as 
an election without traverse (MPEP § 818.03(a)). 

Information Disclosure Statement 

The listing of references in the specification is not a proper information disclosure 
statement. 37 CFR 1 .98(b) requires a list of all patents, publications, or other 
information submitted for consideration by the Office, and MPEP § 609.04(a) states, 
"the list may not be incorporated into the specification but must be submitted in a 
separate paper." Therefore, unless the references have been cited by the examiner on 
form PTO-892, they have not been considered. 

Here, Examiner acknowledges receipt of the International Preliminary 
Examination Report as well as the International Search Report. 

The references cited in the Search Report have been considered to the extent 
provided and will not be listed on any patent resulting from this application because they 
were not provided on a separate list in compliance with 37 CFR 1 .98(a)(1). In order to 
have the references printed on such resulting patent, a separate listing, preferably on a 
PTO-1449 form, must be filed within the set period for reply to this Office action. See 
MPEP 1893.03(g). 



Application/Control Number: 1 0/501 ,657 Page 3 

Art Unit: 3653 

Examiner advises Applicant to provide the references cited in the International 
Search Report to have them properly considered. 

Specification 

The disclosure is objected to as lacking appropriate section headings as outlined 
in 37 CFR 1 .77. See also 37 CFR 1 .72-1 .77; MPEP § 608.01 (a). Correction is required. 

Claim Objections 

The claims are objected to as the form of claims 70, 72-77, 79-86 and 150-159 is 
improper. Where a claim sets forth a plurality of elements or steps, as in the instant 
claims, each element or step should be separated by a line indentation. See MPEP 
608.01 (m) and 37 CFR 1 .75(i). 

Claims 70, 72-77, 79-86 and 150-159 are also objected to as the dependent 
claims should start " The ". 
Appropriate correction is required. 

Claim Rejections - 35 USC § 1 12 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 70, 72-77, 79-86 and 150-159 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 



! 
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Claim 70 recites the limitation "said portion". There is improper antecedent basis 
for this limitation in the claim as multiple "portions" have been previously defined. 

Further, the language "radiation varied by said portion" (claims 70 and 77) is non- 
sensical even in light of the specification. That is, it is unclear from the specification 
what is meant by "varied" in claim 70 as well as in claims 75, 76, 85 and 1 52, or how the 
the "varied radiation" is accomplished. Examiner requests clarification. 

Further, the claim language "characteristic is detectable by spectral analysis but 
is not detectable by the naked eye or a colour camera" (claims 70, 77) renders the 
claims indefinite. That is, a color camera with a sufficient resolution is capable of 
determining a broad range of spectral characteristics related to color as well as the 
characteristic as claimed. In fact, Applicant goes on to claim the use of a color camera 
as aiding in the determination of the characteristics (see e.g., Spec. p. 1 1 et seq. and 
claim 10) so it is unclear what characteristic is not detectable by a color camera. Thus, it 
is unclear how Applicant can claim an analysis of a color characteristic in the visible 
spectrum, but claim the characteristic is undetectable by a color camera. Examiner 
requests clarification. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 



Application/Control Number: 1 0/501 ,657 Page 5 

Art Unit: 3653 

applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

Claims 70, 72, 73, 75, 77, 79-84, 86, 150 and 156-159 are rejected under 35 
U.S.C. 102(e) as being anticipated by Kumar (US 6,795,179). 

Kumar (Fig. 1-10) teaches a apparatus and method separating, from a mixture of 
objects, objects that exhibit a specific characteristic related color of the objects, which 
characteristic is not detectable by the naked eye or a color camera, comprising 

advancing said mixture (Fig. 2), 

determining, using radiation, whether a portion of said mixture 
exhibits said characteristic and separating from the mixture the objects exhibiting said 
characteristic as desired portions of the mixture, wherein said determining comprises 
analyzing in a plurality of narrow wavelength bands in the visible spectrum (Fig. 2, 4, 6, 
.8, 10; col. 10, In. 44-66; col. 14, In. 4 et seq. teaching subjecting objects to varying laser 
beam pulses and using spectral analysis obtained from the varied pulses through inputs 
using spectral filters operating at several narrow wavelength bands to sort objects). 
Kumar further teaches camera image interpretation (camera 36; col. 6, In. 26-50; col. 
11, in. 24-35). Further, Applicant is respectfully reminded that claim language 
consisting of functional language and/or intended use phrasing is given little, if any, 
patentable weight as the apparatus must merely be capable of functioning, or being 
used, as claimed. See MPEP 21 12.02, 21 14. Here, the apparatus as claimed is 
certainly capable of determining whether objects are not CMYK-printed objects, or other 
types of objects. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 

Claims 74, 76, 85, 151-155 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kumar in view of Ulrichsen et al. ("Ulrichsen")(EP 0 876 852 A1). 

Kumar as set forth above teaches all that is claimed except for expressly the 
applying the method applied to specific objects for sorting, such as printed matter or 
cellulosic material, and analyzing objects using invisible wavelength spectrum as well as 
specific nanometer bands. These features, however, are well-known in the sorting arts. 
Kumar already teaches a complex neural network system that can be trained to sort any 
object separable by spectral analysis by simply providing the specific inputs to the 
spectral analysis system and specifying outputs and also teaches that specific 
wavelength bands can be selected (col. 15, In. 65 et seq.). Ulrichsen also teaches that 
this type of analysis can be applied to a wide range of materials and that both IR or 
visible light can be used dependent on the type of material to be sorted (col. 6, In. 9-42). 
Thus, as the prior art teaches that the spectral analysis system of Kumar is readily 
adaptable to a variety of objects, the mere application of this method to a specific class 
of objects cannot be regarded as a solid basis of patentability. Therefore, it would have 
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been obvious at the time the invention was made to a person having ordinary skill in the 
art to modify the invention of Kumar to sort a variety of objects as taught above. 

Conclusion 

Any references not explicitly discussed above but made of record are considered 
relevant to the prosecution of the instant application. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joseph C Rodriguez whose telephone number is 571- 
272-6942 (M-F, 9 am - 6 pm, EST). The Supervisory Examiner is Patrick Mackey, 571- 
272-6916. 

The Official fax phone number for the organization where this application or 
proceeding is assigned is 571-273-8300. 

The examiner's UNOFFICIAL Personal fax number is 571-273-6942. 

Further, information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. 

Status information for published applications may be obtained from either Private 
PMR or Public PAIR. Status information for unpublished applications is available 
through Private PMR only. 

For more information about the PAIR system, see 

http://pair-direct.uspto.gov 

Should you have questions on access to the Private PMR system, contact the 
Electronic Business Center (EBC) at 866-217-9197 (Toll Free). 
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